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- The MAiUNG DATB of this communJc&tion appears on th& cover sheet wHh the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extertskirts iSma may be avaJlable under the provfefon* of 37 CFR 1 .136(a). In no event, tewsver. may a ^^ply bs tano^ filed 
after StX (€0 Mormis from tfie maiSng date or this communicfitloft. 

' If the period for reply specined above Is less iron thirty (30) days, a reply wilNn the statuttvy mlnlmurti of thirty (30) days wiff be considered timely 

- If ts|0 period for reply b speoiTwd abovo, the maximum statutory period will apply And twO) expire SIX (6) twcwnns frnm the maafnjj dme of thte cornmunjeation 

- Failure to reply wtthin the aot or eodendad period for raply will, by statute, cause ths applicaijon to beoorYM ABANDONED (35 O. § IX). 
• Any reply fBceivad by the Office (ater than throe monthe after the mailing date of this communicaiion. even If timoly fiisd, may reduce any 

earned patant term edjuetmem. See 37 CFR 1 .704(b). 
Status 

1)13 Responsive to oommunication(s) fried on 16 January 2002 . 
2a)D This action is FINAL 2b)S This action is non-final. 

3) n Since this application is In condition for allowance except for fomiai matters, prosecution as to tne merits is 

closed in accordance with the practice under Ex psrfe Qwayte, 1935 CD. 11, 453 0.G.213. 
Disposition of Clainns 

4) KI Claim(s) 1,4~1S.17'1Q and 21-26 is/are pending in the application. 

4a) Ofthealx)vedairh(s)2§ is/are wrtthdrawn from consideratto^^ " ' 

5) n. Clairn($) is/are allowed, 

6) ia Claimte) 1A-15,17-19and 2i',2S \s/sLfe rejected, 

?)□ Glafm'(s)_J:l is/are b^^^ "* 

8) P Claim(s) ■_ are subject to restriction and/or election requirement. • / 

Application Papers . 3» . 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: aO aooepted or b)P objected to by the Examiner. 

Applicant may not request that any objection to the drawfngCs) be held in abeyance. See 37 CFR 1.85(a). 

11) n The proposed drawing connection filed on is: a)Q approved b)]!] disappfoved by the Examiner. 

If approved, connected drav^ngs are required in reply to this Office adjon. 

12) n The oath or declaration Is objected to by the Examiner. 
Priority under 35 U.&.C. §§ 119 and 120 

13) D Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 1l9(aHd) or(f). 

a)n All WD Some*c)n None of: 

i ,□ ^ Certified cx)pies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application . No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the [ntemational Bureau (PCT Rule I7,2(a)). 
* See the attached detailed Office action for a list of the certified copies not recefved. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 Q(e) (to a provisional application). 

at) n The translation of the foreign language provisional application has been received. 

15) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachmen(t(s) 

1) 13 Notice of References Cited (PTO-692) 4) □ irrtarvjaw Summary (PTO-413) Paper No(s), . 

2) □ Notice of Draft$pereon*8 Patent Draw/ing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Infbnnation Oteciosure Statement(s) (PTO-1 446) Paper No(3) . 6) □ Other 



PTO-326 (l^ev. 04-01 ) Office Action Sunvnary Part of Paper No. 21 
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DETAILED ACTION 
Response to Supplemental Appeat Brief 

1. Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. New art has been 
found and provide new grounds of rejection listed below. 

2, Applicant's statement in Paper # 20 (filed 01/16/02), that claims 21-23, which are still 
pending, should have been cancelled in prosecution, is acknowledged. Correction xs required. 

New Rejections 
Claim Rejections - 35 VSC §103 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior OflSce action. 

4, Claims 1, 9^10, 17-19, 21 are rejected under 35 US.C 103(a) as being obvious over Mort 
et al. (US 5,834.080). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1,1 32 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U, S, filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the invemor named in 
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the application is the prior inventor imder 35 U.S.C, 104, together with a tOTninal disclaimer in 
accordance with 37 CFR 1.321(c). For applications filed on or after November 29, 1999, this 
rejection might also be overcome by showing that the subject matter of the reference and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(I)(1) and § 
706.02(0(2). 

Mort et al. has a semi-insulative belt comprising a substrate coated with the charge 
transporting coating which can be used as an intermediate xerographic transfer belt Qn 
intermediate transfer processes). The substrate is coated with a photosensitive photogenerator 
layer overcoated with the charge-transporting composition (column 9, lines 40-60). Although 
Mort et al. does not teach the binder for the photogenerator layer, it would have been obvious to 
one of ordinary skill in the art to have used the same elastomer material as for the other layers. 

Mort et al. teadies that the charge transporting coating material can be a thiophene- 
containing polymer (colunm 4, lines 15-68). The belt is capable of recieving a bias (column 13, 
lines 60-68). A heating dement (heated foser roller) is taught (coliwnn 12, lines 20-30). Mort et 
al. specifically teaches a coated transfer member comprising a substrate (core) (coiumn 9, lines 
60-68) comprising insulative (dielectric) materials (colunm 10, lines 1-20), Mort et al teaches 
that an insulative butadiene-based elastomer can be nitrile rubber (acrylonitrile-butadiene block 
copolymer rubber) (column 17, lines 50-55). 

Because Mort et al. teaches that the xerographic belt substrate comprises insulative 
materials, and that an insulative butadiene-based elastomer can be nitrile rubber, it would have 
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been obvious to one of ordinary skill to have used the insulative nitrile rubber as the insulative 
material for the xerographic beh substrate of Mort et al. 

5, Claims 4, 11-13, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mort 
et al. as applied to claims I, 9-10, 17-19, 21 above, and farther in view of Mammino et al, (US 
5,585,903), 

Mort et al. has been discussed above and teaches a xerographic intermediate transfer belt 
with a charge transporting thiophene coating. In addition, Mort et al. also teaches semi- 
conductive/serai-insulative xerographic intermediate transfer belts (column 9, lines 40-50), Mort 
et al., however, feils to teach the specific claimed fluoropolymer as the substrate. 

Mammino et al. teaches a x«-ographic intermediate transfer belt substrate with the 
claimed specific cured fluoiopolymers (fluorooarbon elastomers) (column 5, lines 50-68). 
Mammino et al. discloses prior art which teach a dielectric layer such as fluoropolymer 
elastomers upon the conductive layer (column 2, lines 60-68), 

Mammino et al. teaches that the fluoropolymer elastomer possesses the requisite strength, 
electrical semiconductivity and conformability to an image recieving substrate, to aa as the 
substrate for a xerographic intermediate transfer belt (column 4, lines 10-20). 

Because Mammino et al, teaches that the fluoropolymer elastomer possesses the requisite 
strength, electrical semiconductivity and conformability as the substrate for a xerographic 
intermediate transfer belt, it would have been obvious to one of ordinary skill in the art to have 
used the fluoropolymer elastomers of Mammino et al as the substrate in the invention of Mort et 
al. in order to obtain a semi-conductive/semi-insulative xerographic belt with the desired 
combination of strength, electrical semiconductivity and conformability. 
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6. Claims 5-8, 14-15 are rejected under 35 U.S.C, 103(a) as being unpatentable over Mort et 
al. as applied to claims I, 9, 17-19, 21 above, and fiuther in view of Jonas et al. (US 5,766,515), 

Mort et al. has been discussed above and teaches a polythiophene charge transport layer 
in a xerographic intermediate transfer belt. Mort et al., however, foils to teach the claimed 
specific species of polythiophene. 

Jonas et aK discloses conductive coatings which are used in xerography 
(electrophotography) (column 3, lines 5-15). The coatings comprise of polythiophenes of the 
formula shovra below 



R»0 OK?' 




wherein the Rl and R2 can together form an optionally substituted Cm alkylene radical 
(cycloalkylene radical), preferably a methylene radical optionally substituted by alkyl groups, an 
ethylene-1.2 radical optionally substituted by Ci.n alkyl or phenyl groups, or a cyclohexylene 
1,2 radical (abstraa). Jonas et al, give a preferred thiophene species as 3,4-polyethylene 
dioxythiophene (column 5, line 2-3). Polystyrene sulphonic acid is taught to be a component of 
it. The examiner has taken the position that the 3,4-polyethylene dioxythiophene has adhesive 
properties. 

Because Jonas et al. teach that these coatings give good conductivities for use in 
xerography, it would have been obvious to one of ordinary skill in the art to have used the 
preferred 3,4-polyethylene dioxythiophene as the thiophene material in the invention of Mort et 
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al. in order to obtain a xerographic intermediate transfer belt with the desired conductivity in its 
conductive layer. 



7. Applicant's arguments with respect to claims 1, 4-15, 17-19, 21» 24 have been considered 
but are moot in view of the new ground(s) of rejection. 



statement that said claims should have been cancelled. 

Any inquiry concerning this communication should be directed to Sow-Fun Hon whose 
telephone number is (703)308-3265. The examiner can normally be reached Monday to Friday 
from 9:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon, can be reached on (703)308-425 1 . The fex phone number for the 
organization where this application or proceeding is assigned is (703)872-9310, 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)308-0661, 



Response to Arguments 



8. 



Prosecution with respect to claims 22-23 has not been advanced due to Applicant's 





HAROLD PVON 
SURERWSOWfWBITEXAMIhER 
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